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DETAILED ACTION 

Election/Restrictions 

Applicant's election of Group IV in the reply filed on 8/8/2008 is acknowledged. 
Because applicant did not distinctly and specifically point out the supposed errors in the 
restriction requirement, the election has been treated as an election without traverse (MPEP 
§ 818.03(a)). 

Claims 1-32 are cancelled. New claims 33-41 are added. 

Claims 33-41 are pending and examined on the merits. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 33-41 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. The basis for this rejection is that the specification fails to describe the genus of 
"PTK7" polypeptides. 
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The specification defines a PTK7 polypeptide as comprising or consisting of SEQ ID 
NO: 1; or a derivative which retains the activity of PTK7 and has one or more amino acid 
substitutions, modifications, deletions or insertions relative the amino acid sequence of SEQ ID 
NO: 1 (see page 3, lines 25-29). The specification does not identify an activity for a polypeptide 
having the amino acid sequence of SEQ ID NO: 1 . The specification does not provide any 
examples of polypeptides with substitutions, modifications, deletions, or insertions that retains 
the activity of SEQ ID NO: 1 . The prior art teaches that a protein having the sequence of SEQ 
ID NO: 1 is an inactive kinase (see Jung, J.-W et al., Biochimica et Biophysica Acta, 1579: 153- 
163, 2002). Furthermore, in general the relationship between protein primary structure and 
protein function is unpredictable. For example, Bowie et al (Science, 247: 1306-1310, 1990) 
teaches that while it is known that many amino acid substitutions are possible in any given 
protein, the position with the protein sequence where such amino acid substitutions can be made 
with a reasonable expectation of maintaining function are limited. Burgess et al (J. Cell Biology, 
111: 2129-2138, 1990) teaches that replacement of a single lysine residue at position 1 18 of 
acidic fibroblast growth factor by glutamic acid led to the substantial loss of heparin binding, 
receptor binding and biological activity of the protein. Lazar et al (Molecular and Cellular 
Biology, 8: 1247-1252, 1988) teaches that replacement of aspartic acid at position 47 with 
alanine or asparagines does not affect biological activity while replacement with serine or 
glutamic acid sharply reduces the biological activity of the protein. These references 
demonstrate that even a single amino acid substitution will often dramatically affect the 
biological activity and characteristics of a protein. Thus, the specification has presented a genus, 
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PTK7 polypeptides, and provided one example (that of SEQ ID NO: 1), where no function is 
defined for that sequence. 

Because the relationship between protein sequence and protein function is not a 
predictable one, and because in the instant case there does not appear to be any functional assay 
provided by the specification to test possible sequence variants, the specification does not 
provide an adequate written description of the genus of PTK7 polypeptides. Therefore, the 
claimed methods which require detection of PTK7 polypeptides is not adequately described. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

Claims 33-41 are rejected under 35 U.S.C. 102(e) as being anticipated by Hess-Stumpp 
(US 6,780,594; Aug. 24, 2004; effective filing date Oct. 26, 2000). 

The claims are drawn to methods comprising the step of detecting and/or quantifying in a 
biological sample obtained from a subject, a PTK7 polypeptide. The intended use of the method 
is that of screening for and or diagnosis or prognosis of carcinoma in a subject. The level of the 
PTK7 polypeptide may be compared to a previously determined reference range or control. The 
step of detecting may comprise contacting the sample with a capture reagent that is specific for a 
PTK7 polypeptide, and detecting whether binding has occurred between the capture reagent and 
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the polypeptide in the sample, where the detection of the binding may be done using a directly or 
indirectly labeled detection reagent. The capture reagent may be immobilized on a solid phase. 

Hess-Stumpp teaches a method of detecting a PTK7 polypeptide in a patient sample (see 
col. 1, lines 61-67; col. 1, lines 38-50). Hess-Stumpp teaches comparing the level of the 
measured polypeptide tto that of a control sample of an undiseased women (col. 2, lines 2-4). 
Hess-Stumpp teaches detection of PTK7 polypeptides using an antibody that binds to PTK7, 
where the antibody may be used in an ELISA, an RIA, immunohistochemistry, or where the 
antibody is immobilized onto a vehicle made of glass or silicon (antibody chip) (see column 2, 
lines 9-33). Hess-Stumpp teaches methods for detection of PTK7 where binding of the antibody 
to PTK7 is detected using a biotinylated second antibody (see column 5, line 43 - column 6, line 
2). Hess-Stumpp also teaches Western blot assays where the detection is done using a second 
antibody that may be labeled. Hess-Stumpp also teaches a solid-phase immunoassay, where the 
antibodies are bonded to a polymer carrier matrix, where detection is accomplished by the use of 
a second antibody that may be labeled with a radioactive or fluorescent label (see column 6, lines 
7- 58). Therefore, Hess-Stumpp teaches methods that are the same as that claimed. 

Claims 33-41 are rejected under 35 U.S.C. 102(e) as being anticipated by Mack (US 
7,189,507; Mar. 13, 2007; effective filing date Apr. 12, 2002). 

Mack teaches a method of detection in a biological sample from a patient a polypeptide 
encoded by the a nucleic acid molecule having a nucleotide sequence as shown in Tables 1-20 
(column 4, lines 23-38). Mack discloses the nucleotide sequence SEQ ID NO: 60, which is the 
same as that of SEQ ID NO: 1 (see alignment included). Mack discloses that one of the 
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nucleotide sequences encodes PTK-7 (see Table 2A, columns 107 and 108). Mack discloses 



methods useful for diagnosing ovarian cancer (col. 6, lines57-60). Mack discloses methods 



comprising detecting PTK-7, where expression is compared between normal disease states (col. 



20, lines 3-65; col. 40, lines 23-29). Mack discloses use of antibodies in the detection of PTK-7 



(col. 40, lines 55-65). Mack discloses detection by the use of a detectably labeled antibody (see 



column 42, lines 1-2). Mack discloses cancer probes attached to biochips (see col. 42, lines 43- 



47). Therefore, Mack discloses methods that are the same as that claimed. 



The following is an alignment between instant SEQ ID NO: 1 and SEQ ID NO: 60 of 



Mack: 



US-10-173-999-60 

; Sequence 60, Application US/10173999 

; Patent No. 7189507 

; GENERAL INFORMATION: 

; APPLICANT: Mack, David H. 

; APPLICANT: Gish, Kurt C. 

APPLICANT: Eos Biotechnology, Inc. 

TITLE OF INVENTION: Methods of Diagnosis of Ovarian Cancer, Compositions 
; TITLE OF INVENTION: and Methods of Screening for Modulators of Ovarian 
; TITLE OF INVENTION: Cancer 
; FILE REFERENCE: 018 5 01 - 0 0242 OUS 
; CURRENT APPLICATION NUMBER: US/10/173,999 
; CURRENT FILING DATE: 2002-06-17 
; PRIOR APPLICATION NUMBER: US 60/299,234 
; PRIOR FILING DATE: 2001-06-18 
; PRIOR APPLICATION NUMBER: US 60/315,287 
; PRIOR FILING DATE: 2001-08-27 
; PRIOR APPLICATION NUMBER: US 6 0/350,666 
; PRIOR FILING DATE: 2001-11-13 
; PRIOR APPLICATION NUMBER: US 60/372,246 
; PRIOR FILING DATE: 2001-04-12 
; NUMBER OF SEQ ID NOS : 163 
; SOFTWARE: PatentlnVer. 2.1 
; SEQ ID NO 6 0 

LENGTH: 107 0 

TYPE : PRT 

ORGANISM: Homo sapiens 
US-10-173-999-60 

Query Match 100.0%; Score 5656; DB 3; Length 1070; 

Best Local Similarity 100.0%; Pred. No. 0; 

Matches 1070; Conservative 0; Mismatches 0; Indels 0; Gaps 0; 



Qy 1 MGAARGSPARPRRLPLLSVLLLPLLGGTQTAIVFIKQPSSQDALQGRRALLRCEVEAPGP 6 0 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 

Db 1 MGAARGSPARPRRLPLLSVLLLPLLGGTQTAIVFIKQPSSQDALQGRRALLRCEVEAPGP 6 0 

Qy 61 VHVYWLLDGAPVQDTERRFAQGSSLSFAAVDRLQDSGTFQCVARDDVTGEEARSANASFN 120 

llllllllllllllllllllllllllllllllllllllllllllllllllllllllllll 

Db 61 VHVYWLLDGAPVQDTERRFAQGSSLSFAAVDRLQDSGTFQCVARDDVTGEEARSANASFN 120 

Qy 121 IKWIEAGPWLKHPASEAEIQPQTQVTLRCHIDGHPRPTYQWFRDGTPLSDGQSNHTVSS 180 

llllllllllll 

Db 121 IKWIEAGPWLKHPASEAEIQPQTQVTLRCHIDGHPRPTYQWFRDGTPLSDGQSNHTVSS 180 
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Qy 




KERNLTLRPAGPEHSGLYSCCAHSAFGQACSSQNFTLSIADESFARWLAPQDVWARYE 
i 

KERNLTLRPAGPEHS3L h p u TLS IADESFARWLAPQDVWARYE 


240 


Qy 


241 


EAMFHCQFSAQPPPSLQWLFEDETPITNRSRPPHLRRATVFANGSLLLTQVRPRNAGIYR 
1 1 1 1 1 1 1 1 1 1 1 1 1 

EAMFHCQFSAQPPPSL T V F ANGS L L LTQVR PRNAG I YR 


300 


Qy 


301 


CIGQGQRGPPI ILEATLHLAEIEDMPLFEPRVFTAGSEERVTCLPPKGLPEPSVWWEHAG 

1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 
CIGQGQRGPPI ILEATL EERVTCLPPKGLPEPSVWWEHAG 


360 


Qy 


361 


VRLPTHGRVYQKGHELVLANIAESDAGVYTCHAANLAGQRRQDVNITVATVPSWLKKPQD 
1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 
VRLPTHGRVYQKGHELVL_-.1T I \E I xl rf-„-JILAGQRRQDVNITVATVPSWLKKPQD 


420 


Qy 


421 


SQLEEGKPGYLDCLTQATPKPTWWYRNQMLISEDSRFEVFKNGTLRINSVEVYDGTWYR 
1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 
SQLEEGKPGYLDCLTQATPKPTW.YYRNQMLISEDSRFEVFKNGTLRINSVEVYDGTWYR 


480 


Qy 


481 


CMSSTPAGSIEAQARVQVLEKLKFTPPPQPQQCMEFDKEATVPCSATGREKPTIKWERAD 
1 

CMSSTPAGSIEAQARVQVLEKLKFTPPPQPQQCMEFDKEATVPCSATGREKPTIKWERAD 


540 


Qy 

Db 


541 


GSSLPEWVTDNAGTLHFARVTRDDAGNYTCIASNGPQGQIRAHVQLTVAVFITFKVEPER 
1 

GSSLPEWVTDNAGTLHFARVTRDDAGNYTCIASNGPQGQIRAHVQLTVAVFITFKVEPER 


600 


Qy 


601 


TTVYQGHTALLQCEAQGDPKPLIQWKGKDRILDPTKLGPRMHIFQNGSLVIHDVAPEDSG 
1 

TTVYQGHTALLQCEAQGDPKPLIQWKGKDRILDPTKLGPRMHIFQNGSLVIHDVAPEDSG 


660 


Qy 


661 


RYTC I AGNS CN I KHTEAPLYWDKPVPEESEGPGS P P P YKM I QT I GLS VGAAVAY 1 1 AVL 


RYTC I AGNS CN I KHTEAPLYWDKPVPEESEGPGS PPP YKM I QT I GLS VGAAVAY 1 1 AVL 


720 


Qy 

Db 


721 


GLMFYCKKRCKAKRLQKQPEGEEPEMECLNGGPLQNGQPSAEIQEEVALTSLGSGPAATN 

1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 
GLMFYCKKRCKAKRLQKQPEGEEPEMECLNGGPLQNGQPSAEIQEEVALTSLGSGPAATN 


780 


Qy 


781 


KRHSTSDKMHFPRSSLQPITTLGKSEFGEVFLAKAQGLEEGVAETLVLVKSLQTKDEQQQ 
1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 I 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 
IT.HSTSDKMHFPRSSLQPITTL' LEEGVAETLVLVKSLQTIX'EQC''; 


840 


Qy 


2 


LDFRRELEMFGKLNHANWRLLGLCREAEPHYMVLEYVDLGDLKQFLRISKSKDEKLKSQ 


900 


Qy 

Db 


901 
901 


PLSTKQKVALCTQVALGMEHLSNNRFVHKDLAARNCLVSAQRQVKVSALGLSKDVYNSEY 
1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 
PLSTKQKVALCTQVALGMEHLSNNRFVHKDLAARNCLVSAQRQVKVSALGLSKDVYNSEY 


960 
960 


Qy 

Db 


961 
961 


YHFRQAWVPLRWMS PEAI LEGDFSTKSDVWAFGVLMWEVFTHGEMPHGGQADDEVLADLQ 

I 1 1 1 1 1 1 1 1 1 1 1 1 1 1 ! 

YHFRQAWVPLRWMS PEAI LEGDFSTKSDVWAFGVLMWEVFTHGEMPHGGQADDEVLADLQ 


1020 
1020 


Qy 

Db 


1021 
1021 


AGKARLPQPEGCPSKLYRLMQRCWALSPKDRPSFSEIASALGDSTVDSKP 1070 

''MINIM': 

AGKARLPQPEGCPSKLYRLMQRCWALSPKDRPSFSEIASALGDSTVDSKP 1070 





Conclusion 



No claim is allowed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anne Holleran, whose telephone number is (571) 272-0833. The 
examiner can normally be reached on Monday through Friday from 9:30 am to 5:00 pm. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Larry 
Helms, can be reached on (571) 272-0832. Any inquiry of a general nature or relating to the 
status of this application or proceeding should be directed to the Group receptionist whose 
telephone number is (571) 272-1600. 

Papers related to this application may be submitted to Group 1600 by facsimile 
transmission. The faxing of such papers must conform to the notice published in the Official 
Gazette, 1096 OG 30 (November 15, 1989). The Official Fax number for Group 1600 is (571) 
273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair -direct.usp^ Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll free). 

Anne L. Holleran 
Patent Examiner 
November 10, 2008 
/Alana M. Harris, Ph.D./ 
Primary Examiner, Art Unit 1643 



